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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
6/19/2009 has been entered. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-2 and 7-11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Boyer '298. 

In regard to claims 1-2 and 7-8, Boyer '298 teaches a precipitated (amorphous) 
silica with a pore peak diameter at the maximum of the volume pore size distribution 
curve in the range of 30-200 nm (a radius of 15-100 nm) preferably 45-130 nm (radius 
of 22.5-65 nm) and an oil adsorption value of 180-300 cm 3 /100g. See claim 1 . 
Overlapping ranges and ranges that do not overlap but are close enough that one 
skilled in the art would expect them to have the same properties are prima facie 
obviousness. See MPEP 2144.05. 
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Boyer '298 is silent as to the maximum value of AVp/ARp and the values of 011 
and OI2. However, the process of preparing the silica of Boyer '298 is substantially 
identical to that of Example 2 of the instant application and thus produces a 
substantially identical product. In particular, both processes react sodium silicate with 
acid under shearing forces at similar temperatures (95°C in instant Example 2 and 
91-100°C in Boyer '298), aging (holding the temperature for a time), adjusting the pH (to 
similar levels), filtering, washing, drying (spray dying), and pulverization. See column 6, 
line 59 - column 8, line 2. Further, the process as generally described in Boyer '298 is 
substantially identical to that generally described in the instant application. Compare col. 
6, line 59 - col. 8, line 2 and the Examples of Boyer '298 with instant [0020]-[0028]. 

In regard to claims 9 and 1 1 , Boyer '298 teaches using the amorphous silica as a 
matting agent in a battery separator, i.e. blending the silica with a resin. See column 1, 
lines 5-16. Furthermore, amorphous silica is routinely used in the art as a matting agent. 
(See, for instance, US5637636, column 2, lines 35-56.) 

In regard to claim 10, the claim only requires the silica as addressed above. 
Thus, the claim limitations are considered to be met. 

Claims 1-2 and 6-11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Boyer '298, as applied to claims 1-4 above, further in view of 
Kuhlmann '198. 

In regard to claims 1-2 and 7-8, Boyer '298 teaches a precipitated (amorphous) 
silica with a pore peak diameter at the maximum of the volume pore size distribution 
curve in the range of 30-200 nm (a radius of 15-100 nm) preferably 45-130 nm (radius 
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of 22.5-65 nm) and an oil adsorption value of 180-300 cm 3 /100g. See claim 1. 
Overlapping ranges and ranges that do not overlap but are close enough that one 
skilled in the art would expect them to have the same properties are prima facie 
obviousness. See MPEP 2144.05. Further it is known in the art from Kuhlmann that the 
oil absorption property of amorphous silica is affected by the pH of the silica and that pH 
can be adjusted by utilizing ammonia gas during a drying process or a separate 
ammonia treatment process. See [0023]-[0024]. Thus, the oil absorption capacity is a 
matter of design choice and routine optimization that fails to produce an unexpected 
result. See MPEP 2144.05. 

Boyer '298 is silent to the maximum value of AVp/ARp and the values of 011 and 
012. However, the process of preparing the silica of Boyer '298 is substantially identical 
to that of Example 2 of the instant application and thus produces a substantially 
identical product. In particular, both processes react sodium silicate with acid under 
shearing forces at similar temperatures (95°C in instant Example 2 and 91-100°C in 
Boyer '298), aging (holding the temperature for a time), adjusting the pH (to similar 
levels), filtering, washing, drying (spray dying), and pulverization. See column 6, line 59 
- column 8, line 2. Further, the process as generally described in Boyer'298 is 
substantially identical to that generally described in the instant application. Compare col. 
6, line 59 - col. 8, line 2 and the Examples of Boyer'298 with instant [0020]-[0028]. 

In regard to claims 5-6, Boyer '298 fails to teach a silica with an oil adsorption in 
the range of the claims. However, it would have been obvious to one of ordinary skill in 
the art to modify Boyer '298 in view of Kuhlmann because Kuhlmann teaches that the oil 
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absorption property of amorphous silica is affected by the pH of the silica and that pH 
can be adjusted by utilizing ammonia gas during a drying process or a separate 
ammonia treatment process. See [0023]-[0024]. Thus, the oil absorption capacity is a 
matter of design choice and routine optimization that fails to produce an unexpected 
result. See MPEP 2144.05. 

In regard to claims 9-10, Boyer '298 is silent in regard to using amorphous silica 
as an adsorbent for pharmaceuticals or agrochemicals; however, Kuhlmann teaches 
using amorphous silica as an adsorbent (carrier) for pharmaceuticals and 
agrochemicals. See [0026]. Thus, employing the amorphous silica of Boyer'298 in a 
known use for amorphous silica in the art would have been obvious to one of ordinary 
skill. 

In regard to claim 1 1 , Boyer '298 teaches using the amorphous silica as a 
matting agent in a battery separator (i.e. blending the silica with a resin). See column 1, 
lines 5-16. Furthermore, amorphous silica is routinely used in the art as a matting agent. 
See US5637636, column 2, lines 35-56. 

Claims 1-2 and 6-11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Boyer '569. 

In regard to claims 1-2 and 7-8, Boyer '569 teaches a amorphous precipitated 
silica with an oil absorption of 180-320 cm 3 /g, a surface area of 100-300 m 2 /g (compare 
to instant [0039]). See claim 1 . Boyer '569 is silent in regard to the other properties 
required by the claims (i.e. the maximum value of AVp/ARp and the values of 011 and 
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012). However, the process of producing the silica in Boyer '569 is substantially 
identical to that instantly disclosed (compare instant [0021]-[0028] to Examples 1 and 2 
of Boyer '569) and thus must produce substantially identical products. Further, the 
product of Boyer '569 appears to be the same as that instantly disclosed because the 
known properties are the same. See the previously mentioned properties (oil absorption 
and surface area). Burden is on applicant to show an unobvious difference. See MPEP 
2112. 

In regard to claim 6, Boyer '569 teaches an oil absorption of 180-320 cm 3 /g 
Overlapping ranges and ranges that do not overlap but are close enough that one 
skilled in the art would expect them to have the same properties are prima facie 
obviousness. See MPEP 2144.05. In the instant case an oil absorption of 320 cm 3 /g 
and one very slightly larger would be expected to have substantially identical properties. 

In regard to claims 9 and 1 1 , Boyer '569 teaches using the amorphous silica as a 
matting agent in a battery separator (i.e. blending the silica with a resin). See column 1 , 
lines 5-16. Furthermore, amorphous silica is routinely used in the art as a matting agent. 
(See, for instance, US5637636, column 2, lines 35-56.) 

In regard to claim 10, the claim only requires the silica as addressed above. 
Thus, the claim limitations are considered to be met. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Boyer '569 in view of Kuhlmann '198. 
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In regard to claims 6, Boyer '569 does not teach a silica with an oil adsorption in 
the range of the claim. However, it would have been obvious to one of ordinary skill in 
the art to modify Boyer '569 in view of Kuhlmann because Kuhlmann teaches that the oil 
absorption property of amorphous silica is affected by the pH of the silica and that pH 
can be adjusted by utilizing ammonia gas during a drying process or a separate 
ammonia treatment process. See [0023]-[0024]. Thus, the oil absorption capacity is a 
matter of design choice and routine optimization that fails to produce an unexpected 
result. See MPEP 2144.05. 

Response to Arguments 

Applicant's arguments and supporting declaration, in regard to the 102(b)/1 03(a) 
rejection over Kuhlmann '198 have been fully considered and are persuasive. This 
rejection has been withdrawn. 

Applicant argues that Boyer '298 does not teach an oil absorption above 300 
cm 3 /g. This was found to be unpersuasive for reasons presented in the rejection above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANTHONY J. ZIMMER whose telephone number is 
(571 )270-3591 . The examiner can normally be reached on Monday - Friday 7:30 AM - 
5:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 571-272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Steven Bos/ 

Primary Examiner, Art Unit 1793 



